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DETAILED ACTION 

1 . Applicants' arguments filed July 27, 2006 have been fully considered but they are not 
deemed to be persuasive. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being applied to 
the instant application. 

2. On page 9, Applicant traverses the restriction requirement by asserting that "there would 
be no undue burden in prosecuting claims 1-35 together." Applicant's argument is not 
persuasive because the inventions in Groups I, II, and III are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed 
for patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed in 
Group II does not require the particulars of the subcombination as claimed Group I 
because Group II does not recite detecting that one or more changes have occurred in the 
set of one or more service description documents. The subcombination has separate 
utility such as online ordering website. The combination as claimed in Group I does not 
require the particulars of the subcombination as claimed in Group III because Group I 
does not recite the limitation of a service container containing at least one cached web 
service. The subcombination has separate utility such as online ordering website. The 
combination as claimed in Group II does not require the particulars of the 
subcombination as claimed in Group III because Group II does not recite the limitation of 
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a service container containing at least one cached web service. The subcombination has 
separate utility such as online ordering w^ebsite. 

3. Further, the distinct critical features of each Group support the undue search burden if 
they were examined together. Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by their divergent subject 
matter, restriction for examination purposes as indicated is proper. 

4. The prior art rejections of record have been withdrawn as necessitated by claim 
amendments. Therefore, Applicant's arguments directed to said prior art rejections are 
moot. 

5. Claims 1-10, 15-25, and 35 are examined on the merits. 

OBJECTIONS 

6. Claims 9 and 23 are objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. For example, claim 1, line 
9, recites "searching step... performed at different levels of granularity" which is identical 
to the limitation recited in claim 9. 

CLAIM REJECTIONS - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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8. Claims 1, 2, 7-10, 15, 16, 21-25, and 35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tuecke et al. (July 2002) (Tuecke hereafter). 

9. The instant rejection has been necessitated by claim amendments. 

10. In regard to claim 1, Tuecke discloses a method of discovering services available in 
accordance with an information network, comprising the steps of: 

Obtaining a request from a client to perform a search for one or more services (page 
12, lines 32-33, and pages 32-33, sections 6.2); 

Searching a set of one or more service description documents, based on the client 
request (pages 32-33, sections 6.2, pages 43-44, section 10.1), wherein the searching 
step further comprises determining one or more changed service description 
documents in the set of one or more service description documents by detecting 
changes in one or more attributes of the one or more changed service description 
documents, wherein the searching step is configurable to be performed at different 
levels of granularity (page 12, section 4.4, especially, meta-data and state data, and 
pages 23-24, section 4.6, Change Management); 
Making a result of the search available to the client (page 43, lines 1-6). 

1 1 . In regard to claim 2, Tuecke discloses comparing at least a portion of a current instance 
of the set of one or more service description documents to at least a portion of a previous 
instance of the set of one or more service description documents (pages 23-24, section 
4.6, Change Management, especially, "extended in a backward compatible manner, then, 
clients that require the previous definition.. .supports the new extended description"). 
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12. In regard to claim 7, Tuecke discloses the step of obtaining information used to control 
performance of the search step (page 7, lines 9-12, especially, "allows certain 
efficiencies" and "avoiding the overhead of preparing for and executing the invocation"). 

13. In regard to claim 8, Tuecke discloses searching step is performed in association with 
multiple data sources (page 12, section 4.4, especially, meta-data and state data). 

14. In regard to claims 9, 10, 15, 16, 21-25, and 35, Tuecke discloses apparatus and article of 
manufacture (page 6, lines 20-22) for implementing the above-cited method. 

CLAIM REJECTIONS - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a), 
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17. Claims 5, 6, 19, and 20 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tuecke et al. (July 2002) (Tuecke hereafter) as applied to claims 1, 2, 7-10, 15, 16, 21-25, 
and 35 above, and further in view of Brittenham P. (2002) (Brittenham hereafter). 

MOTIVATION 

18. Tuecke describes OGSA to improve conventional Web services technologies to address 
the needs of distributed systems by using WSDL language (page 9, section 4.1) and WS- 
Inspection document as described by Brittenham (page 43, section 10.1, and page 46, 
Reference 1). Therefore, one of ordinary skill in the art at the time of the invention 
would have been motivated by Tuecke to improve conventional Web services 
technologies to address the needs of distributed systems by using WSDL language (page 
9, section 4.1) and WS-Inspection document as described by Brittenham (page 43, 
section 10.1, and page 46, Reference 1). 

PRIOR ART 

19. In regard to claims 5 and 19, Tuecke describes all the limitations to claims 5 and 9 except 
for the limitation "aggregating a plurality of result set.. Brittenham describes the step 
of aggregating a plurality of result sets obtained during the searching step into an 
aggregated result (page 2, 4^^ paragraph, and page 3, lines 6-9, page 5, Linking to WS- 
Inspection documents section), and then making the aggregated result available to the 
client (page 2, lines 3-6). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to improve conventional Web services technologies 
to address the needs of distributed systems by using WS-Inspection document as 
described by Brittenham. 
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20. In regard to claims 6 and 20, Tuecke describes ail the limitations to claims 5 and 9 except 
for the limitation "plurality of result sets. . Brittenham describes the step of aggregating 
a plurality of result sets obtained during the searching step into an aggregated result (page 
5, Linking to WS-Inspection documents section). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to improve conventional 
Web services technologies to address the needs of distributed systems by using WS- 
Inspection document as described by Brittenham. 

21. Claims 3, 4, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tuecke et al. (July 2002) (Tuecke hereafter) as applied to claims 1, 2, 7-10, 15, 16, 21-25, 
and 35 above, and fiirther in view of Lim et al. (2001) (Lim hereafter). 

22. The instant rejection has been necessitated by claim amendments. 
MOTIVATION 

23. Tuecke describes OGSA to improve conventional Web services technologies to address 
the needs of distributed systems by using WSDL language (page 9, section 4.1) and WS- 
Inspection document (page 43, section 10.1). While, Lim describes a method for 
characterizing changes in Web documents. Therefore, one of ordinary skill in the art at 
the time of the invention would have been motivated by Tuecke to improve conventional 
Web services technologies to address the needs of distributed systems by using the 
method of Lim for characterizing changes in Web documents. 
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PMORART 

24. In regard to claims 3 and 17, Tuecke describes all the limitations to claims 3 and 17 
except for the limitation "service documents is stored in a cache." Lim describes the 
caching of the entire web on a local file system for detecting and updating web document 
changes (page 141, Section 6). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to improve conventional Web services 
technologies to address the needs of distributed systems by using WS-Inspection 
document as described by Tuecke and Lim. 

25. In regard to claims 4 and 18, Tuecke describes all the limitations to claims 4 and 18 
except for the limitation "one or more service description documents is used to update a 
cache." Lim describes the caching of the entire web on a local file system for detecting 
and updating web document changes (page 141, Section 6). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to improve 
conventional Web services technologies to address the needs of distributed systems by 
using WS-Inspection document as described by Tuecke and Lim. 

CONCLUSION 

26. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

27. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

28. Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact 
the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily fi-om 6 am to midnight 
(EST). The toll fi-ee number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has been 
corrected. The USPTO's Patent Electronic Business Center is a complete service center 
supporting all patent business on the Internet. The USPTO's PAIR system provides 
Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

29. For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 
9199. The USPTO's official fax number is 571-272-8300. 
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30. Any inquiry concerning this communication or earlier commimications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. 
The examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

31. If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Tim Vo, can be reached on (571) 272-3642. 

C. Dune Ly / Cf^ 

Patent Examiner ^.-^^ 
10/11/06 / 
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